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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Status 

1 )KI Responsive to communication(s) filed on 30 May 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-27 is/are pending in the application. 

4a) Of the above claim(s) 14-20 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1,3 and 7 is/are rejected. 

7) E2 Claim(s) 2.4-6.8-13 and 21-27 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 1 2 January 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claims 1-27 are pending in the instant application. 

Election/Restrictions 

Applicant's election without traverse of the production of Example 1 in the reply 
filed on May 30, 3008 is acknowledged. 

As the elected species is found to be unpatentable, the search has been limited 
to the elected species. Therefore, claims 1-13 (in part), 14-20 (in full), and 21-27 (in 
part) are currently withdrawn from consideration by the Examiner under 37 CFR 
1 .142(b) as being drawn to a non-elected invention as the claims have not been 
searched. 

Priority 

The claim to priority as a 371 filing of PCT/JP04/10584 filed on July 16, 2004, 
which claims benefit of 60/499,073 filed on September 2, 2003 and JP 2003-208665 
filed on August 25, 2003 is acknowledged in the instant application. 

Information Disclosure Statement 

The Information Disclosure Statement filed on January 12, 2006 has been 
considered by the Examiner. 

Claim Objections 

Claims 2, 4-6, 8-13, and 21-25 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 
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Claims 26 and 27 are objected to under 37 CFR 1 .75(c) as being in improper 
form because a multiple dependent claim cannot depend off of another multiple 
dependent claim. Additionally, a claim cannot be dependent upon a multiple dependent 
claim which is dependent on a multiple dependent claim. See MPEP § 608.01 (n). 
Accordingly, the claims have not been further treated on the merits. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3, and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 21 72.01 . The omitted steps are: the steps for the addition of 
palladium. The claims state that the palladium is added in at least two steps but does 
not detail what those steps are. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1, 3, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Obana et al. (WO 01/24924, corresponds to USPN 6,706,919). 

Obana et al. teach a process for making a catalyst for the production of acetic 
acid by loading onto a silica support the following: palladium, zinc, tellurium, and 
silicotungstic acid. See page 31 , Example 5 in the WO document. This corresponds to 
Example 5, column 18, lines 21-27 of USPN 6,706,919.) 

Obana et al. do not teach where the palladium is loaded in two steps instead of 

one. 

Since the claims do not specify when the palladium loading steps must occur and 
in what fashion they must occur, it would be obvious to those of ordinary skill to load 
one portion of the palladium in one step and the other portion of the palladium in a 
second step immediately following the first one. With the scope of the claims, this 
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loading can occur by adding the palladium solution in aliquots to the silica support with 
each aliquot being a palladium loading step. Performing the palladium addition in this 
fashion would predictably make the prior art catalyst and therefore the claims are prima 
facie obvious over the prior art. 

Conclusion 

Claims 1, 3, and 7 are rejected. Claims 2, 4-6, 8-13, and 21-27 are objected to. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph R. Kosack whose telephone number is 
(571)272-5575. The examiner can normally be reached on M-Th 6:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571 )-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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